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DETAILED ACTION 

1. The Amendment filed July 24, 2007 has been received and entered. With the 
entry of the amendment, claims 2, 3, 8, 10-18 and 24 are canceled, and claims 1, 4-7, 9, 
19-23 and 25 are pending for examination. 

Claim Rejections - 35 USC § 112 

2. The rejection of claims 9 and 23 under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention is withdrawn due to applicant's amendments 
and clarifications of July 24, 2007. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
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made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 1, 4-7, 9 and 19-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 02/13999 Al (hereinafter '999) in view of Sato et al (US 
2001/0023593). 

*** The Examiner notes that '999 is in Japanese, so Tomonari (US 2003/0170382), 
which is the US national stage application of '999, has been used as the translation. 
Therefore, references to paragraph numbers are to Tomonari.**** 

Claims 1 and 9: '999 teaches a method of providing antibacterial activity to a 
surface of a body using nano-sized metal particles. Paragraphs [0012], [0023], [0024], 
Table 1 (after paragraph [0115]) and paragraph [0138]. A volatile solution dispersed 
with nano-sized metal particles is provided and coated onto the surface of a body. 
Paragraphs [0081]-[0085] (Example 16), Table 1 (after paragraph [0115]), [0117] (example 
20), [0133], and [0028]. The body is dried and thermally treated, depositing nano-sized 
metal particles onto the body. Paragraphs [0028] and [0133]. The thermal treatment is 
performed at an elevated temperature, such as 120 degrees C. Paragraphs [0028] and 
[0133]. The metal particles can be silver or copper. Paragraphs [0012] and [0081] — 
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[0085] (example 16). The body to be coated can have various commercial and domestic 
purposes and can be made of various materials, and can serve to provide antibacterial 
function. Paragraph [0138]. 

Claim 7: the nano-sized metal particles have a sterilizing function. Paragraph 

[0138]. 

Claims 19-21: the metal particles are desirably 5-50 nm in size, and can be 10.4 
nm (example 1) or 8.8 nm (example 16) in size, for example. Paragraph [0012] and Table 
1 (after paragraph [0115]). 

Claim 22: the coating of the volatile solution with the metal particles onto the 
surface of the body can be by deposition. Paragraph [0028]. 

'999 teaches all the features of these claims except that (1) the body to be coated is 
a home appliance or filter body in an air cleaner, (2) the heat treatment at 150 degrees C 
(claim 4) and the amount of particles per solution (claims 5-6). The Examiner notes that 
'999 provides that the initial colloidal solution is at least 1 wt% metal particles 
(paragraph [0011]), however, for coating this initial solution is thinned with dispersing 
medium, such as water and other non-aqueous solvents (paragraphs [0024] — [0025]). 

Sato teaches that it is well known when forming an air conditioner (a home 
appliance, as indicted by claim 9), it is well known to apply a compound of silver of 
copper or the like to various components of the air conditions, including the filter, heat 
exchanger, blower and the like in order to provide an antibacterial and mold-proofing 
finish. Paragraph [0002]. 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify '999 to provide the antibacterial coating composition 
containing the silver or copper colloid particles onto various components to be used in 
an air conditioner, including a filter, etc. as suggested by Sato, with an expectation of 
providing a desirably antibacterial surface coating, because '999 teaches an antibacterial 
coating composition containing silver or copper metal particles to provide an 
antibacterial coating on a body and Sato teaches that a body that is known to need such 
a coating is components of an air conditioner, such as the filter, etc. It would further 
have been obvious to provide the heat treatment after application of the coating at 150 
degrees C, with an expectation of desirable coating results, because '999 teaches to 
provide heating after application, with an exemplary heating of 120 degrees C, because 
as discussed in MPEP 2144.05, "Generally, differences in concentration or temperature 
will not support the patentability of subject matter encompassed by the prior art unless 
there is evidence indicating such concentration or temperature is critical. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation/ , In re Aller, 220 F.2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955)". Similarly, it would further have been obvious to 
optimize the amount of particles used in the solution applied to the body with an 
expectation of desirable coating results, because as discussed before, "Generally, 
differences in concentration or temperature will not support the patentability of subject 
matter encompassed by the prior art unless there is evidence indicating such 
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concentration or temperature is critical. "[W]here the general conditions of a claim are 
disclosed in the prior art, it is not inventive to discover the optimum or workable ranges 
by routine experimentation." In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 
1955)". 

6. Claim 25 is rejected under 35 U.S.C 103(a) as being unpatentable over '999 in 
view of Sato as applied to claims 1, 4-7, 9 and 19-22 above, and further in view of 
Mayhue (US 4067205). 

'999 in view of Sato teaches all the features of these claims except that the filter of 
the air conditioner is copper or stainless steel. 

However, Mayhue teaches an air conditioning system for home use. Column 1, 
lines 5-15. Mayhue teaches the system can have a filter desirably made from stainless 
steel or chrome plated copper. Column 4, lines 1-20. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify '999 in view of Sato to apply the coating on a stainless 
steel or copper filter for the air conditioning unit as described by Mayhue with an 
expectation of providing a desirably protected surface, because '999 in view of Sato 
provides coating components of air conditioners, including filters, with antibacterial 
metal particle containing coating and Mayhue teaches a conventional filter for an air 
conditioner can desirably be made from stainless steel or copper. 
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7. Claim 23 is rejected under 35 U.S.C 103(a) as being unpatentable over Nishida et 
al (US 5897673) in view of Zhou et al (US 5804057). 

Nishida teaches a method of providing antibacterial activity on the surface of a 
body that can be a filter body. Column 1, lines 5-20 and column 22, lines 55-65. A 
volatile solution dispersed with nano-sized metal particles is provided that is coated 
onto the surface of the body. Column 6, lines 15-60, column 8, lines 50-60 and column 9, 
lines 55-65 (particles of silver would at least be present during the precipitation, and 
0.02 micron would be 20 nm). The body is dried and thermally treated. Column 9, lines 
55-65. The thermal treatment can be at 80 degrees C, for example. Column 9, lines 55-65 
(temperature during the ion-exchanging reaction). The metal particles can be silver 
particles. Column 9, lines 55-65. The coating can be by an ion exchange (adsorption) 
reduction type deposition, where only silver is selectively attached to the body. 
Column 9, lines 55-65, column 7, line 30 through column 8, line 65 and column 6, lines 
55-65. 

Nishida teaches all the features of these claims except that electrolysis of the 
silver solution occurs as part of the ion exchange reduction deposition. 

However, Zhou teaches that it is well known that a silver ion exchange type 
reduction reaction can conventionally occur while electrolysis is occurring. Column 4, 
lines 20-65. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Nishida to provide the ion exchange reduction reaction 
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with electrolysis as described by Zhou with an expectation of providing a desirably 
coated surface, because Nishida provides coating silver using an ion exchange 
reduction reaction and Zhou teaches that such a reaction can conventionally desirably 
occur during electrolysis. 

Response to Arguments 
8. Applicant's arguments filed July 24, 2007 have been fully considered but they are 
not persuasive. 

(A) As to the rejection of claims 1, 4-7, 9 and 19-22 using WO 02/13999 ('999) in 
view of Sato, applicant argues that '999 requires that the metal particle suspension 
include a sulfur compound, while the independent claims 1 and 9 of the present 
application do not require this use of a sulfur compound. The Examiner has reviewed 
these arguments, however, the rejection is maintained. While '999 may require the use 
of a sulfur compound with the metal particles, there is no requirement in the present 
claims to exclude or prevent the use or presence of sulfur compounds, and therefore, 
the present claims are inclusive of such a use, and the teaching in '999 overlaps in the 
scope of what is required by the claims. 

Applicant further argues that Sato teaches that the antibacterial agent is required 
to be volatile and that the release rate of the antibacterial component is based on 
humidity, while independent claims 1 and 9 of the present invention utilize nano-sized 
particles of silver deposited on the surface of a filter body in an air cleaner or home 
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appliance body, which are known to those skilled in the art not to be volatile and are 
not released into the air. The Examiner has reviewed these arguments, however, the 
rejection is maintained. Applicant has only argued as to what Sato teaches as to the 
volality/ humidity release rate of the antibacterial agent, and in response to applicant's 
arguments against the references individually, one cannot show nonobviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 
800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The rejection uses the combination of '999 
in view of Sato, with '999 providing the claimed use of nano-sized metal particles, such 
as silver, to provide an antibacterial coating, and Sato provides the suggestion of a 
desirable substrate to apply such particles to. 

(B) As to the rejection of claim 25 using '999 in view of Sato and further in view 
of Mayhue, applicant provides the same arguments as provided with regard to '999 in 
view of Sato in section (A) above. The Examiner has reviewed these arguments, 
however, the rejection is maintained for the same reasons as given in section (A) above 
since the same arguments are applied. 

(C) As to the rejection of claim 23 using Nishida in view of Zhou, applicant 
argues that Nishida teaches that the antibacterial particles are incorporated into fibers, 
as opposed to be located only on the surface of the body as is set forth in claim 23 of the 
present application, and teaches away from the present invention. The Examiner has 
reviewed these arguments, however the rejection is maintained. Nishida provides that 
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". . . the fine particles can be completely and uniformly dispersed in an carried by the 
entire fibers with ease. However, it is also possible to make the fibers have so-called 
domain structures having a difference in concentration of the fine particles between the 
surface area and the center area. The mode of such fibers does not overstep the scop^of 
the present invention/ 7 (column 6, lines 58-65). Thus, at the least Nishida provides that 
particles would be provided throughout the fibers, including on the surface of the 
fibers. Applicant argues that in claim 23, the particles can be located "only" on the 
surface of the body (fibers). The Examiner disagrees. The claim requires that particles 
be located on the surface ( "be selectively attached to the surface"), however, there is no 
requirement that the particles be only on the surface. Nishida provides that there can 
clearly be selective attachment (the method of application, and also the domain 
structures) so that silver is attached to the surface. Although the claims are interpreted 
in light of the specification, limitations from the specification are not read into the 
claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). It is also 
unclear where the specification provides that the particles are applied "only" to the 
surface of the body. 



Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6:oo-3:30) with the First 
Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone numbers 
for the organization where this application or proceeding is assigned are (571) 273-8300 
for regular communications and for After Final communications. 

Other inquiries can be directed to the Tech Center 1700 telephone number at 
(571) 272-1700. 

Furthermore, information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). ^ 



KATHERINE BAREFORD 
PRIMARY EXAMINER 




